RECEIVED 

CENTRAL FAX CENTER 

DEC 0 1 2006 

Remarks 

Tbie above Amendments and these Remarks are in reply to the Office Action mailed August 
10, 2006, 

Claims 1 -36 were pending in the Application prior to the outstanding Office Action. In the 
Office Action, the Examiner rejected claims 1-36. The present Reply contains evidence of the 
obligation of assignment under 35 U.S.C §103(c) to overcome the 35 U.S.C. §103(a) rejection to 
claims 7-9, 17-19, 26-29, 35, and 36. Reconsid^tion of the rejections is requested. 

I. Summary of Examiner^s Rejections 

Claims 1-6, 10-16, 20-25, and 29-34 were rejected under 35 U.S.C. §102(e) as being 
anticipated by Chan, et al. (US 2003/0028364). 

Claims 7-9, 17-19, 26-29. 35 and 36 were rejected under 35 U.S.C. §103(a) as being 
unpatentable over Chan in view of Zatloukal (U,S. Pat. No, 7,076,772). 

n. Response to Rejections 

The rqection to claims 7-9, 17-19, 26-29, 35, and 36 as being unpatentable over Chan in 
view of Zatloukal (U.S. Pat No. 7,076,772) is overcome by 35 U.S.C. §103(c). "Subject matter 
developed by another person, which qualifies as prior art only under one or more of subsections (e), 
(f), and (g) of section 102 of this title, shall not preclude patentability under this section where the 
subject matt^ and the claimed invention were, at the time the claimed invention was made, owned 
by the same person or subject to an obligation of assignment to the same person.'' Both 2^tloukal 
(U.S. Patent 7,076,772, priority date Feb. 26, 2003) and the current application by Zatloukal et al 
(priority date July 18, 2003) were subject to an obligation of assignment to the same person, BEA 
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RECEIVED 

CENTRAL FAX CENTER 



DEC 0 1 2006 



Systems, Inc.. Zatloukal (U.S. Patent 7,076,772) is a 35 U.S.C. §102(e) reference because the 
priority date is less than one year before the priority date of the cuirent application by Zatloukal et al. 
The combination of Zatloukal and Chan (two 35 U.S.C § 102(e) references) under 35 U.S.C, § 103(a) 
is overcome by 35 U.S.C. §103(c). Copies of the relevant Assignments are attached as evidence of 
the obligation of assignment under 35 U,S.C. § 1 03(c) (see Appendix A). 

in. Conclusion 

In light of the above, it is respectfully submitted that claims 7-9, 17-19, 26-29, 35 and 36 
should be allowable, and reconsideration is requested. The Examiner is respectfully requested to 
telephone the undersigned if he can assist in any way in expediting issuance of a patent 

Enclosed is a PETITION FOR EXTENSION OF TIME UNDER 37 C.RR. §1.136 for 
extending the time to respond up to and including December 10, 2006. 

The Commissioner is authorized to charge any underpayment or credit any overpayment to 
Deposit Account No. 06-1325 for any matter in connection witii this response, including any fee for 
extension of time, which may be required 



Customer No. 23910 

FLDESLER MEYER LLP 

Four Embarcadero Center, Fourth Floor 

San Francisco, California 941 1 1-4156 

Telephone: (415) 362-3800 
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Re^ectfuUy submitted. 



Date: December 1. 2006 




Thomas K. Plunkett 
Reg. No. 57,253 
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Unthep States Pathent and tradjem arkoffice 



Under Secretary of Commerce for IhrrELLECiuAL Property and 
DiPecTOP OP Th£ United SiATgs PATEha AND Trademark Opfice 



AUGUST 20, 2004 

PTAS 

FLIESLER MEYER LLP 

SHELDON R, MEYER A(JQ a 

4 embarcadero center 

4TH FLOOR ^^^LSi> 
SAN FRANCISCO, CA 94111 "^^^Sf^ 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF recordation OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE . A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 

REFERENCED BELOW- 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE, THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
PLEASE SEND REQUEST FOR CORRECTION TO: U-S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, I2l3 JEFFERSON DAVIS HWY, 
SUITE 320, WASHINGTON, D.C 20231. 

RECORDATION DATE: 02/19/2004^ REEL/FRAJME: 015010/0628^ 

NUMBER OF PAGES : 3 ^ 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS). 

ASSIGNOR: 

2ATL0UKAL, KEVIN DOC DATE: 02/17/2004* 

ASSIGNEE: 

BEA SYSTEMS, INC -V 

2315 NORTH FIRST STREET 

SAN JOSE, CALIFORNIA 95131 

SERIAL NUMBER: 10782715^ FILING DATE: 02/19/2004^ 

PATENT NUMBER: ISSUE DATE; 

TITLE: SYSTEM AND METHOD FOR MULTI- LANGUAGE EXTENSIBLE COMPILER FRAMEWORK^ 



Hiesler Meyer UP 
File: geAf^oi ^^fc^j^ 
Action flem: , 

Date Due: 

Cniicai DaiE 



Ver^hed By: vv >pn/ 
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STEVEN POST, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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RECEIVED 
CENTRAL FAX CENTER 



DEC 0 1 2006 



R 



To the Honorable Comnussioncr o 



03-01 -2004 



102680634 



U.S DBPaRTMENT of C0>4MERC£ 
/ 1 ?ai£Dl isd Tndonark Oirtce 

Customer No, 23910 



. - orifiiiia) documeAts or copy iheivor 



). Name of conveying paiiy(ies): 
Kevm Zatlouka) 



Additional BsineCs) of conveying pany(ief) anacbed? _ Yci No 



3. Nature of conveyance: 

Assignment Merger 

Security Afircemcnt , Chan^jc of Name 

Oihcr 

Execution Date; 02/17/04 



4. Application nunibeT(s) or patent nvmbeKs): 

A. Parent Applicaiton No.: 

B. Con^hmaTion No.: 

Title: SYSTEM AND METHOD FOR MULTI- 
LANGUAGE EXTENSIBLE COMPILER 
FRAMEWORK 



2. Nanae and address of receiving pany(ies): 
Name: BEA Systems. Inc. 



Addres5; : 23 1 5 North First Street 



San Josc>CA 95131 



CON. 
CD 



Additional namefs) & addTess(es) anachod? Yes No 



C. Patent No(s).: 



Filed Date: Herewith 

Additional number? attached? Yes ^ No 

If ibis documcnl is being filed logcthcr with a new applicatioj], iJw^ execution date of tb^ appHcatjc;i 15: 02/ ) 7/04 



5. Name and address ofparty to whom correspondence 
concerning document should be mailed: 

Name: Sheldon R. Mever 

Address: Fliesler Meyer LLP 

Four Embarcadero Center, Fourth Floor 

San FTanci'sco. CA 94 i 1 1 



Telephone: f415U62-3800 



6. Total Number of applications and patents 
involved: 1 X 540.00 each 



40.00 



7. Total fee (37 CFR 3.41).. 
✓ Check Enclosed 



8, Fee Authorization. Authori?ation is given to 
chai:gc any additional fees or credit any 
overpayment to Deposit Account 
No. 06-1325, 
Co;7y. (Aduplicatecopy of this authorization is 
not enclosed.) 



9. Statement and signature. 

To the best of my knowledge and belief, the foregoing information is true and correct and any attached 
copy is a true copy of the original document 



Sheldon R. Mever 



Anoraey (Reg. No.: 27^660) 
1 0. Total number of pages to be recorded/ 




7 1 1^/69 



Signature 

(1-page cover sheet and Z:_ page documcnl). 



Date 



=o 



so . 



AUomey Docket No.: BEA$-01396US1 SRM/DTX 
/dxue/beas/1 396us 1 H 396us 1 .a^gn cover, wpd 
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SOLE TO CORPORATE ASSIGNMENT 



WHEREAS, the undersigned, Kevin Za tloukal . a resident of Cambridge. Massachusetts ^ 
(hereinafter termed "Inventor"), has invented certain new and uscfu] improvements in: 

SYSTEM AND METHOD FOR NXULTI-LANGUAGE 
EXTENSIBLE COMPILER FRAMEWORK 

and has executed a declaration or oath for an application fora United States patent disclosing and identijfying 
the invention. 



WHEREAS _ BEA Systems, Inc. (hereinafter tenned "Assignee"), a corporation of the State of 
Delaware, having a place of business at 2315 NorQiFirst Street, San Jose> 9513 1 . State of CaKfomia. 
wishes to acquire the entire right, title and interest in and to said application and the invention disclosed therein, 
and in and to all embodiments of the invention^ heretofore conceived, made or discovered by said Inventor 
(all collectively hereinafter termed "said invention"), and in and to any and all patents, certificates of invention 
and other forms of protection thereon (hereinafter termed "patents") applied for or granted in the United 
States and/or other countries. 

NOW THEREFORE, for good and valuable consideration acknowledged by said Inventor to have 
been received in full from said Assignee: 

1 . Said Inventor does hereby sell, assign, transfer and convey unto said Assignee, the entire 
right, title and intcre St (a) in and to said application and said invention; (b) in and to all rights to apply in any 
and all countries of the world for patents, certificates of inventions or other governmental grants on said 
invention, including the right to apply for patents pursuant to the International Convention for the Protection 
of Industrial Property or pursuant to any other convention, treaty, agreement or understanding; (c) in and to 
any and all applications filed and any and all patents, certificates of inventions or other govcinmental grants 
granted on said invention in the United States or any other country, including each and every application filed 
and each and every patent granted on any application which is a division, substitution, or continuation of any 
of said appHcaiions; (d) in and to each and every reissue or extension of any of said patents; and (e) in and 
to each and every patent claim resulting from a reexamination certificate for any and all of said patents. 

2- Said Inventor hereby covenants and agrees to cooperate with said Assignee to enable said 
Assignee to enjoy to the fullest extent the right, title and interest herein conveyed in the United States and 
other countries. Such cooperation by said Inventor shall inchide prompt production of pertinent facts and 
documents, giving of testimony, executing of petitions, oaths, specificatioiis, declarations or other papers, and 
other assistance all to the extent deemed necessary or desirable by said Assignee (a) for perfecting in said 
Assignee the right, title and interest herein conveyed; (b) for complying with any duty of disclosure; (c) for 
prosecuting any of said ajTplicatioDs; (d) forfiling and prosecuting substitute, divisional, continuing or additional 
applications covering said invention; (e) for filir^ and prosecuting applications for reissue of any of said 
patents; (f) for interference or other priority proceedings involving said invention; and (g) for legal proceedings 
involving said invention and any applications therefor and any patents granted thereon, including without 
limitation opposition proceedings, cancellation proceedings, priori^ contests, public use proceedings, 
reexamination proceedings, compulsory Kcensing proceedings, infringement actions and court actions; 
provided, however, that the expense incurred by said Inventor in providing such cooperation shall be paid for 
hy said Assignee. 

Anomcy Dockci No.: BEAS-01 1396US1 SRAf/DTX - 1 - 
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3 . The tenns and covenants of this Assigranent shall inure to the benefit of said Assignee, its 
successors, assigns and other iegal rq)resentatives» and shall be binding upon said Inventor, said Inventor's 
heirs* legal representatives and assigns. 

4. Said Inventor hereby warrants dnd represents that said Inventor has not entered and will not 
enter into any assignnoent, contract, or understanding in conflict herewith. 

IN WITT^SS WHERJEOF, the said Inventor has executed this instrument on the date as given below 
and delivered this instrument to said Assignee: 



Date (Inventor's Signature) 

Kevin Zatloukal 



State of ^AA^::5Mev<i>4u3>eTT^. 



County of /^i OOL^ Jk^^y: ) 

On Toe-v . J '^n^^ before tnc. t-A^x^ifK^- zs^kX ^.^ ^ ^gjfntvtfiy 

(name and title of officer) 

personally appeared Kevin Zatjoulcal w personally known to mc (or proved to me on the basis of satisfactory evidence) to be the 
per^wn whose name is subscribed to the within instnmient and acknowledged to me that he/she executed the sanne iii^§(ber authorized 
capacity, and that by^^j^cr sngnature On the instniment the person, or the entity upon behalf of which the person acted, executed 
the instfuiDent. 

WITNESS Tny band and o0)cial seaL 

Maria T-Sensale 
Notary Public 

Signature <gy&L5yr^c^ ^-^^^^^^c^O My Commission Expires: 

February27,2009 
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United States Patcnt and Trademark Ofhce 



RECEIVED 

MAY 1 4 Z004 

FUESLER MEYER UP 



Under Secretary of Commerce for Intellectual Property A^rD 
Director of the United States Patent and Trademark Office 



MAY 07, 2004 

PTAS 

FLIESLER DUBB MEYER & LOVEJOY LLP 
SHELDON R. MEYER 

FOUR EMBARCADERO CENTER, FOURTH FLOOR 
SAN FRANCISCO, CA 94111 



*102575980A* 



UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE, A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
INFORMATION CONTAINED ON THIS RECORDATION NOl^ICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM, IF YOO SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
PLEASE SEND REQUEST FOR CORRECTION TO; U.S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY. 
SUITE 320, WASHINGTON, D-C- 20231. 



RECORDATION DATE: 10/03/2003 



REEL/FRAME: 014582/0403 
NUMBER OF PAGES: 13 



BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) 

DOC DATE: 09/29/2003 



ASSIGNOR: 

2ATL0UKAL, KEVIN 



ASSIGNOR: 

WAGNER, TIM A. 

ASSIGNEE: 

BEA SYSTEMS, INC. 

2315 NORTH FIRST STREET 

SAN JOSE, CALIFORNIA 95131 

SERIAL NUMBER: 10678248 
PATENT NUMBER: 



DOC DATE: 09/29/2003 



FILING DATE: 10/03/2003 
ISSUE DATE: 



Riesler Meyer LLP 

rue P^A^ ' CH4^ \A^ ^ 

Achon Hem: y 

Dale Due; ^ 

Cfthcal Dale:_£! 

Vcfibed By 
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VIOLET MCCOY, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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RECEIVED 

CENTRAL FAX CENTER 

DEC 0 1 2008 



vs. DF.PAHTMENT OF COMMERCE 
r Patcnl and TTsdentark QfTice 

Customer No. 23910 



^0 the Honorable Commissioner of PaieDts and Trademarks: Please record ibe oKacIicd original documcjtis or copy ihereof. 



I. Name of conveying pany(ie5): ^ 

Kevin Zadoukal and Dr. Tim A. Wagner 
Addirional ittinc(s> or conveying p>ny(kf ) anachcd? ^ Ya 3^ No 



3. Nature of conveyance: 

ANignjncnl Merger 

Sccuriry Agrccnieni Change of Name 

Olhcr 

ExccuHon Daie: Scptenibcr 29. Z003 



2. Name and address of receiving party(ie$): 
Name: BEA Systems. Int. 



Address: __ 231 5 Nonh First Street 



4. Application number($) or patent number(s): 

A. Patent Applicaiion No.; Unassigned 

B. Confiimaiion No.: 

Title: System And Method For Performing Code 
Completion In An Integrated Development 
Environment 



filed Date; Hei-ewilli 



San Jose. Califomia 95131 



Addiiional naine(s) A address<es) atiaclial? Yes ^ No 



C- Patent No(s).: 



Additional numbers attached? Yes ^ No 

If tfiis document w being filed loflcihcr wi ih a pew application, the execution date of the appiicaiion is: October 3. 2003 



5. Name and address of party to whom correspondence 
concerning document should be mailed: 

Name; Sheldon R. Mever 



Address; FKcsler Dubb Mever & Lovn'"y ' ^ ^ 



Four Embarcadero Center, Fourth Floor 



_San Francisco. CA 9411 1 



Telephone: (41 yt 362-3800 



6. Total Number of applications and patents 
involved: _L ^ S40.00 each 

7. Total fee (37 CFR 3,41) S _ 40.00 

y Check Enclosed 

8. Fee Authorization. Auihorizalion is given to 

charge any additional fees or credit any 
overpayment to Deposit Accoimt 
No. 06-1325. 
Copy, (A duplicate copy of this authorization is 
not enclosed.) 



9. Statement and signature. 

To the best of my knowledge and belief, the foregoing information is true and correct and any attached 
copy is a true copy of the original d^ct^ment. 



Daniel J. Bums 

Attorney (Reg. No.: 50,222) Sifenaiurt: 

1 0. Total number of pages to be recorded: _7_ (1 page cover sheet and_6_ page document). 




^ Date 



'o3 



i6 tFLOReS gOOOOGEO jOt7e£4B 

40.00 

Anoniey l>ockei No.: BF.AS-0N69US0 S: 
djb/beas/ 
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JOINT TO CORPORATE ASSIGNMENT 

WHEREAS, ihe undersigned Inventois; 



0) 


Kevin Zatloukal 




a resident of 


CambridBC. Massachusetts 02139 


— -> 

: and 


(2) 


I>r- Tim. A Wa$tner 




a resident of 


Seattle. Washinfrton 98121 





have invented certain new and useful improvements in: 



SYSTEM AND METHOD FOR PERFORMING CODE COMPLETION 
IN AN INTEGRATED DEVELOPMENT ENVIRONMENT 

for which we have executed a declaratioii for an application for a United States patent on or about the date 
of this Assignment. 



WHEREAS BEA Systems, Inc. (hereinafter teimed "Assignee"), a corporation of the State of 

Delaware, bavinpp]accofbusinessai2315NorthFirstSti«eW San Jose, Califoniia9S13I.wishes to 
tlie entire right, title and interest in and to said application and the invention disclosed therein, and in and to 
all embodiments of the invention, heretofore conceived, made or discovered jointly or severally by said 
Inventors (all collectively hereinaftertemed "said invention"), and in and to any and all patents, certificates 
of invention and other fomis ofprotection thereon (hereinaftertermed "patents") applied for or granted in the 
United States and/or other countries. 

NOW THEREFORE, for good and valuable craisideration acknowledged by each of said Inventors 
to have been received in fiill ftom said Assignee: 

' • Said Inventors do hereby sell, assign, transfer and convey to said Assignee, the entire right, 
title and interest (a) in and to said application and said invention; (b) in and to all rights to apply in any or all 
countries of the worldforpatents,ceTtificatesofinventions or other governmental grants on said invention, 
mcludmgtheright to applyforpatents pursuant to thelntematicMBal Convention fortheProtectjoiiofln^ 
Property or pursuant to any other convention, treaty, agreement or undeistarding; (c) in and to any and all 
applications filed and any and all patents, certificates of inventions or other governmental grants granted on 
said invention m tbeUnited States or any other country, including each and every application filed and each 
and eveiy patent granted on any application which is a division. Substitution, or continuatioD of any of said 
applications; (d) in and to each and every reissue or extension of any of said patents; and (e) in and to each 
and every patent claim resulting fiom a reexamination certificate for any and all of said patents. 

2. Said Inventors hereby jointly and severally covenant and agree to cooperate with said 
Assignee to enable said Assignee to enjoy to the fiillest extent the right, title and interest herein conveyed in 
the United States and other countries. Such cooperation by said Inventors shall include prompt production 
ofpwtmcnt facts and documents, giving of testimony, executing of petitions, oaths, specifications, declarations 
or other papers, and other assistance all to the extent deemed necessary or desirable by said Assignee (a) 
forperfecting in said Assignee the right, title and interest herein conveyed; (b) for complying with any duty 
of disclosure; (c) for prosecuting any of said applications; (d) for filingand prosecuting substitute, divisional, 
continuingor additional opphcationscoveringsaidinvenrion;(e)forfilingandpiosecutingapplications.for 
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reissue of any of said patents; (0 for interfeTence or other priority proceedings m^^^ 
(g) for legal proceedings involving said invention and any applications therefor and any patents granted 
ihereon, mduding without limitation opposition proceedings, cancellation proceedings, priority contests public 
use proceeduigs, anamination pnx:eedings,compulsoiy]icaisingproceedm^ 

actions; provided, however, that the expense incurred by said Inventors in providing such cooperation sha 11 
bepaidforby said Assignee. 

3. The terms and covenants of this Assignment shall inure to the benefit of said Assignee its 
successors assigns and otherlegal representatives, and shall bebinding upon said Inventors, their respective 
heirs, legal representatives and assigns. 

4. Said Inventorshcrebyjointly and seveiaUy warrant and represent that they have notentered 
ano will not enter into any assignment contract, or understanding in conflict herewith. 

IN WITNESS WHEREOF, the said Investors have executed this instrament on the date as given 
below and delivered this instrument to said Assignee: 



Date 



fl) Kfcuw.c. 7cfef,vi 



State of Ma.^^r.hil'^'h^^ 



Kevin Zatloukal 



County of 



00 Sep^.^ ^.^o^ bcforen.e. fVl/inr^.Ain L] m^.J^ 



L/' «7 i» I / {name and lUle of officer) 

pCTSOiBJly y)^ ^. ^iX^rHWAl personally Vnc^ to me (or pitxved to mc on the basis of saiisfaetoiy evidence) to be 
flie peTS0t>(s) whojc nair«Ks) is/are subscribed to the within instrument and acknowledged to me that be/shc/they executed the same 
m h.s^w/tbeJr authorized capacity(iesX and that by his/ber/thdi signanire(s) on the instnunent the person(s), or the entity upon 
bdialfofwhich the pers<m(s) acted, executed the insmiment. ennqrupon 



WITNESS my hand and officia} seal. 



Notary Public 
Commonweauh'o! Massachusetts 
^J1y Commfssicn l ^prrvC 
May iS,20(a 
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Date 




Stale of 

) 

Cbimtyof _y 

On before me, _ 

{name and title of officer) 

personally appeared ^ personally known to me (or proved to me on the basis of satisfactory evidence) to be the 

person(s) whose naw(s) is/are subscribed to the withiti instiuroent and acknowledged to jnc that he/she/ihcy executed ibe same in 
his/hcr/thcir authorized capacjty(ics). and tbat by his/her/their signBtore(s) on the insnumenl the perSon(s). or the entity upon behalf 
of which the persoi^s) acted, executed the instramenL . 

WTTNESS my hand and official sea). 



Signature 
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